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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 05/14/2009 has been entered. 

This Office Action is in response to the communication filed on 05/14/2009. 
Claims 1-10 and 14 have been cancelled. 

Claims 11, 15, 17-22, and 27 have been amended. 

Claims 11-13 and 15-27 have been examined and are pending. 

Response to Amendment 

The Applicant's arguments filed 05/14/2009 with respect to claims 1 1-13 and 15-27 have been 
fully considered in view of the new ground(s) of rejection. 



Specification 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

There is no antecedent basis for "a determining device" for claim 17. 
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There is no antecedent basis for "a tangible computer-readable medium" for claim 20. 
There is no further discussed within the application for " computer-readable medium ". Thus, it 
is not clear from the disclosure what such medium would encompass. As the examiner is 
required to give each limitation its broadest reasonable interpretation commensurate with the 
disclosure, this medium can be interpreted to include signals and carrier waves , as well as 
memory and disk media ." 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 17 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim 17 recites the limitation "determining device" in line 5. However, the 
aforementioned limitation was not described in the specification. As a result, the specification 
fails to convey to one skilled in the art at the time the application was filed, that the inventor(s) 
had possession of the claimed invention. 
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Claims 23-27 are dependent on claim 17, and therefore inherit the 35 U.S.C 1 12, first 
paragraph as failing to comply with the written description requirement of the independent 
claims. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 16-17, 20, 23, and 26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 16 recites the limitation "the services" in line 3. It is unclear as to whether "the 
services" refers to. 

Claim 17 recites the limitation "a determining device" in line 5. It is unclear how "a 

host computer" comprising "a determining device" . 

Claim 20 recites the limitation "the storage device" in line 11. It is unclear as to whether 
"the storage device" refers to. 

Claim 20 have been in valid as indefinite because the claim recite "means for" languages 
("means for receiving", "means for storing", "means for transmitting") and there is no structure 
disclosed in the specification. "If there is no structure in the specification corresponding to the 
means-plus-function limitation in the claims, the claims will be found invalid as indefinite. " 
Biomedino, LLC vs. Waters Technology Corp., 490 F.3d 946, 950 (Fed. Cir. 2007) 
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Claim 20 recites "a tangible computer-readable medium having control logic stored 
thereon, the control logic enabling a communication device, control logic comprising: means for 
receiving, means for storing information, means for transmitting information " . Assuming that 
the above means for are implemented in hardware. It is unclear as to how the above means for 
are stored in the computer-readable medium. 

Claim 23 recites the limitation "the mobile communications device" in line 6. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 26 recites the limitation "the services" in line 3. It is unclear as to whether "the 
services" refers to. 

The Examiner kindly requests the Applicant to point out with specificity (i.e. column and 
line) in the specification where it describes/supports the aforementioned limitation (Emphasis 
added). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 20-21 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject mater. 

Claim 20 recites "a tangible computer-readable medium" in line 2. The specification 
does not define a tangible computer-readable medium such as RAM, hard disk, flash drive, or a 
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CD-ROM. One of ordinary skill in the art could interpret computer-readable medium including 
a transmission type media such as carrier waves. Therefore, a computer-readable medium 
includes carrier waves which lack a necessary physical articles or objects to constitute a machine 
or manufacturer within the mean of 35 USC 101 . They are clearly not a series of steps or acts to 
be a process not are they a combination of chemical compounds to be a composition of matter. 
As such, they fail to fall within a statutory category. They are, at least, functional descriptive 
material per se. 

Claim 21 recites "a computer-readable medium" in line 1 . The specification does not 
define a computer-readable medium such as RAM, hard disk, flash drive, or a CD-ROM. One 
of ordinary skill in the art could interpret computer-readable medium including a transmission 
type media such as carrier waves. Therefore, a computer-readable medium includes carrier 
waves which lack a necessary physical articles or objects to constitute a machine or manufacturer 
within the mean of 35 USC 101. They are clearly not a series of steps or acts to be a process not 
are they a combination of chemical compounds to be a composition of matter. As such, they fail 
to fall within a statutory category. They are, at least, functional descriptive material per se. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 11, 17, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fukuo 
Tara (JP 2000-76336) in view of French et al. (US 2001/0001877 Al). 

As per claim 11: 

Tara teaches a method, comprising: 

(a) receiving a first request, from a service device, for information regarding 
authentication of a user, wherein the first request is in response to a transaction at the service 
device [Taro: par. [0024], "The electronic banking authorization system 1-7 receives each 
authentication request demand from two or more Electronic Commerce Technology 
Division service provider equipment 1-6. It has the function to perform authentication for 
electronic banking alone about a user, and functions as an authentication center intensively 
prepared to two or more Electronic Commerce Technology Division service providers" 
Electronic Commerce Technology Division service provider is known as a service device]. 

Tara does not explicitly disclose: 

(b) determining an authentication level required for the transaction based on a 
parameter of the transaction; 

(c) performing authentication of the user for the transaction before completing the 
transaction when a first one of the authentication level is determined; and 

(d) performing authentication of the user for the transaction after completing 
the transaction when a second one of the authentication level is determined. 

However, French teaches system and method for authentication of network users with 
preprocessing, wherein 
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(b) determining an authentication level required for the transaction based on a 
parameter of the transaction [French: par. [0011]; determining whether to perform at least a 
second level of authentication depending on available information and the level of certainty 
desired]; 

(c) performing authentication of the user for the transaction before completing the 
transaction when a first one of the authentication level is determined [French: par. [0010]; a 
first level of authentication based on a first type of information]; and 

(d) performing authentication of the user for the transaction after completing 

the transaction when a second one of the authentication level is determined [French: par. 
[0010]; a second level of authentication using another type of information]. 

Thus, it would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to combine the method and system of Taro with the teaching of French to 
provide an authentication system and method that generate a score indicating the confidence or 
certainty level of authentication [French, par. [0017]]. 

As per claim 17: 

This claim has limitations that are similar to those of claim 11, thus it is rejected with the 
same rationale applied against claim 1 1 above. 



As per claim 21: 
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This claim has limitations that are similar to those of claim 11, thus it is rejected with the 
same rationale applied against claim 1 1 above. 

Claims 12 and 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fukuo 
Tara (JP 2000-76336) in view of French et al. (US 2001/0001877 Al) further in view of Fukai 
Shuichi et al. (JP 2000-92236). 

As per claim 22: 

The combination of Taro and French teach the subject matter as described in claim 11. 

Taro further teaches the method of claim 11, wherein the performing authentication comprises: 

(a) transmitting to a device a second request for user identification information in 
response to receiving the first request [Taro: par. [0012]; "A means to ************ a user 
terminal through a public network based on this user identifier, and to receive the secrecy 
information of the user for electronic banking directly through this public network from a 
user terminal"]; 

(b) receiving the user identification information from a user communications device 
[Taro: par. [0012]; "A means to ************ a user terminal through a public network 
based on this user identifier, and to receive the secrecy information of the user for 
electronic banking directly through this public network from a user terminal"]; 

(c) comparing the user identification information and authentication information to 
generate comparison results [Taro: par. [0078]; "Furthermore, in order that an electronic 
banking authorization system may perform his identification by calling back the Electronic 
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Commerce Technology Division service user based on the subscriber information 
memorized by the database storage section, the Electronic Commerce Technology Division 
service provider side and the user side - him — necessity of the special authentication 
equipment for identification cannot be carried out, but simple composition can perform his 
identification, and trouble generating of an unjust claim of the charge by a user's 
malpractice etc. can be prevented"] ; and 

(d) using the comparison result for the authentication of the user [Taro: par. [0078]]. 

Taro and French do not explicitly teach a user terminal as a mobile communication 

device. 

However, Schuichi teaches a mobile communication device which transmits a user ID to 
a host communications devices to a demand [Schuichi: par. [003]; "A communication 
terminal transmits a user ID to a provider to the demand. A provider will demand 
transmission of a password from a communication terminal next, if a user ID checks that it 
is regular ID. A communication terminal transmits a password to the demand. And a 
provider performs user authentication by distinguishing whether the transmitted password 
is a password corresponding to the user ID transmitted previously"; fig. 1, a 
communication terminal is a mobile device 100]. 

Thus, it would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to combine the method of Taro and French by including the teaching of 
Schuichi to provide users with a means for safely and effectively performing authentication 
between a registered user and a service provider [Schuichi: abstract and par. [0003]]. 
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As per claim 12: 

The combination of Taro, French, and Schuichi teach the subject matter as described in 
claim 22. 

Schuichi further teaches the method of claim 22, wherein identification information of 
the user includes personal attributes of the user [Schuichi : par. [003] ; "A communication 
terminal transmits a user ID to a provider to the demand. A provider will demand 
transmission of a password from a communication terminal next, if a user ID checks that it 
is regular ID. A communication terminal transmits a password to the demand. And a 
provider performs user authentication by distinguishing whether the transmitted password 
is a password corresponding to the user ID transmitted previously"; fig. 1, a 
communication terminal is a mobile device 100]. 

As per claim 23: 

This claim has limitations that are similar to those of claim 22, thus it is rejected with the 
same rationale applied against claim 22 above. 



As per claim 24: 

This claim has limitations that are similar to those of claim 12, thus it is rejected with the 
same rationale applied against claim 12 above. 
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Claims 13 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fukuo 
Taro (JP 2000-76336) in view of French et al. (US 2001/0001877 Al) and further in view of 
Fukai Shuichi et al. (JP 2000-92236) and further in view of Watanabe Schunichi (JP 06- 

215009). 

As per claim 13: 

The combination of Taro, French, and Schuichi teach the subject matter as described in 
claim 22. 

Taro, French, and Schuichi do not explicitly teach receiving from the service device 
information regarding current services provided. 

However, Schuinichi teaches receiving from the service device information regarding 
current services provided [Schunichi: par. [005]; "The purpose of this invention memorizes 
cumulatively the amount of money for purchase in a unit period for every card number of 
each card issuer. When the amount of money for purchase memorized about the credit 
card shown at the time of processing of transactions exceeds the purchase limit set up 
beforehand, it is in offering the card processing system which can prevent that buy it and 
unjust dealings of the large sums by the surroundings are performed by transmitting that 
to a card issuer"] . 

Thus, it would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to combine the method of Taro, French, and Schuichi of the invention by 
including the step of Schunichi to provide a credit card transaction processing having capability 
of dealing with unjust dealings and exceeding the purchase limit [Schunichi: par. [005]]. 
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As per claim 25: 

This claim has limitations that are similar to those of claim 13, thus it is rejected with the 
same rationale applied against claim 13 above. 

Claims 15-16 and 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fukuo Taro (JP 2000-76336) in view of French et al. (US 2001/0001877 Al) further in view 
of Watanabe Schunichi (JP 06-215009). 

As per claim 15: 

The combination of Taro and French teach the subject matter as described in claim 11. 
Taro and French do not explicitly teach wherein the determining further comprises: 
(a) comparing the parameter of the transaction with a parameter of a past transaction 
provided. 

However, Schunichi teaches comparing the parameter of the transaction with a parameter 
of a past transaction provided [Schunichi: par. [005]; "The purpose of this invention 
memorizes cumulatively the amount of money for purchase in a unit period for every card 
number of each card issuer. When the amount of money for purchase memorized about the 
credit card shown at the time of processing of transactions exceeds the purchase limit set 
up beforehand, it is in offering the card processing system which can prevent that buy it 
and unjust dealings of the large sums by the surroundings are performed by transmitting 
that to a card issuer"] . 
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Thus, it would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to combine the method of Taro and French by including the teaching of 
Schunichi to provide a credit card transaction processing having capability of dealing with unjust 
dealings and exceeding the purchase limit [Schunichi: par. [005]]. 

As per claim 16: 

The combination of Taro and French teach the subject matter as described in claim 11. 

Taro and French do not explicitly teach wherein the parameter is cost of service, services 
provision area, service provision frequency, or total sum of money for the services provided. 

However, Schunichi teaches a card processing system wherein the parameter is cost of 
service, services provision area, service provision frequency, or total sum of money for the 
services provided [Schunichi: claim 1, claim 2; par. [005]; "The purpose of this invention 
memorizes cumulatively the amount of money for purchase in a unit period for every card 
number of each card issuer. When the amount of money for purchase memorized about the 
credit card shown at the time of processing of transactions exceeds the purchase limit set 
up beforehand, it is in offering the card processing system which can prevent that buy it 
and unjust dealings of the large sums by the surroundings are performed by transmitting 
that to a card issuer"]. 

Thus, it would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to combine the method of Taro and French by including the teaching of 
Schunichi to provide a credit card transaction processing having capability of dealing with unjust 
dealings and exceeding the purchase limit [Schunichi: par. [005]]. 
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As per claim 26: 

This claim has limitations that are similar to those of claim 16, thus it is rejected with the 
same rationale applied against claim 16 above. 

As per claim 27: 

This claim has limitations that arc similar to those of claim 15, thus it is rejected with the 
same rationale applied against claim 15 above. 

Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fukai Shuichi 

et al. (JP 2000-92236) in view of Fukuo Taro (JP 2000-76336) and further in view of French et 
al.(US 2001/0001877 Al). 

As per claim 18: 

Schuichi teaches a communications device, comprising: 

(a) a receiver operable to receive, from a host computer, a request for information 
regarding authentication of a user [[at a service device, wherein the request is in response to a 
transaction at the service device ]] [Schuichi : par. [003]; "the provider of whom connection 
was required demands transmission of a user ID from a communication terminal first. A 
communication terminal transmits a user ID to a provider to the demand"] ; 

(b) a storage device operable to store information regarding the authentication of the 
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user [Schuichi : par. [003] ; "A communication terminal transmits a user ID to a provider to 
the demand"; It is inherent that communication terminal stores user ID in a memory 
before transmitting user ID to a provider] ; and 

(c) a transmitter operable to transmit information regarding the authentication of the user, 
stored in the storage device, to the host computer in response to receiving the request for 
information regarding the authentication of the user [Schuichi : par. [006]-[007]; "Moreover, 
invention according to claim 9 data in the information service equipment which transmits 
through a communication line to the attested communication terminal connection request 
from said communication terminal. It is characterized by having a terminal specific 
information receiving means to receive the terminal specific information which specifies 
the communication terminal concerned, and the authentication means which attests 
whether said connection request is recognized based on said terminal specific information 
which received"] ; 

(d) wherein the communications device is a mobile communications device [Schuichi : 
fig. 1, box 100; par. [0010], cellular phone and land mobile radiotelephone]. 

Schuichi does not explicitly teach a request for information regarding authentication of a 
user at service device, wherein the request is in response to a transaction at the service device. 

However, Taro teaches teach a request for information regarding authentication of a user 
at service device, wherein the request is in response to a transaction at the service device [Taro: 
par. [0024], "The electronic banking authorization system 1-7 receives each authentication 
request demand from two or more Electronic Commerce Technology Division service 
provider equipment 1-6. It has the function to perform authentication for electronic 
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banking alone about a user, and functions as an authentication center intensively prepared 
to two or more Electronic Commerce Technology Division service providers"; Electronic 
Commerce Technology Division service provider is known as a service device]. 

Thus, it would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to combine the communication device of Schuichi by including the teaching 
of Taro to provide users with a means for performing banking authentication while preventing 
leaking of secrecy information [Taro: par. 0011]. 

Schuichi and Taro do not explicitly teach, 

(e) wherein the request for information is received before the transaction has 
completed when a first one of an authentication level is used for the transaction, 

(f) wherein the request for information is received after the transaction has 
completed when a second one of an authentication level is used for the transaction. 

However, French teaches system and method for authentication of network users with 
preprocessing, wherein 

(e) the request for information is received before the transaction has completed when a 
first one of an authentication level is used for the transaction [French: par. [0010]; a first level 
of authentication based on a first type of information]. 

(f) the request for information is received after the transaction has completed when a 
second one of an authentication level is used for the transaction [French: par. [0010]; a second 
level of authentication using another type of information] . 

Thus, it would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to combine the method and system of Shuichi and Taro By including the 
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teaching of French to provide an authentication system and method that generate a score 
indicating the confidence or certainty level of authentication [French, par. [0017]]. 

As per claim 19: 

Schuichi further teaches the communications device of claim 18, wherein the transmitter 
is further operable to selectively transmit, to the host computer, information regarding the 
authentication of the user based on a type of authentication requested [Schuichi : par. [003] ; "A 
provider will demand transmission of a password from a communication terminal next, if a 
user ID checks that it is regular ID. A communication terminal transmits a password to the 
demand. And a provider performs user authentication by distinguishing whether the 
transmitted password is a password corresponding to the user ID transmitted previously"] . 

As per claim 20: 

This claim has limitations that are similar to those of claim 18, thus it is rejected with the 
same rationale applied against claim 18 above. 

Conclusion 

The examiner requests, in response to this Office action, support be shown for language 
added to any original claims on amendment and any new claims. That is, indicate support for 
newly added claim language by specifically pointing to page(s) and line number(s) in the 
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specification and/or drawing figure(s). This will assist the examiner in prosecuting the 
application. Failure to show support can result in a non-compliant response. 

When responding to this office action, Applicant is advised that if Applicant traverses an 
obviousness rejection under 35 U.S.C. 103, a reasoned statement must be included explaining 
why the Applicant believes the Office has erred substantively as to the factual findings or the 
conclusion of obviousness See 37 CFR 1 . 1 1 1(b). 

Additionally Applicant is further advised to clearly point out the patentable novelty which he or 
she thinks the claims present, in view of the state of the art disclosed by the references cited or 
the objections made. He or she must also show how the amendments avoid such references or 
objections See 37 CFR 1.11 1(c). 

The prior arts made of record and not relied upon are considered pertinent to applicant's 
disclosure. 

US 6256737 Bl to Bianco; Peter Garrett et al. 
US 6282658 Bl to French; Jennifer et al. 
US 6321339 Bl to French; Jennifer et al. 
US 6496936 Bl to French; Jennifer et al. 
US 7305562 Bl to Bianco; Peter Garrett et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Canh Le whose telephone number is 571-270-1380. The 
examiner can normally be reached on Monday to Friday 7:30AM to 5:00PM other Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Orgad Edan can be reached on 571-272-7884. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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